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Introduction

This is a twenty-four (24) hour, take-home examination.
Conditions and your professional commitments

Once you have received this examination, you may not discuss it with anyone prior to the end of the examination period.  Nor may you collaborate on the exam.  

Professor Hughes permits you to use any and all inanimate resources.  The only limitations on outside resources are those established by the law school for take home examinations.

By turning in your answers you certify that you did not gain advance knowledge of the contents of the examination, that the answers are entirely your own work, and that you complied with all relevant Cardozo School of Law rules.  Violations of any of these requirements will lead to discipline by the Academic Standing Committee.
General examination logistics

You have 24 hours from the time you receive this examination until you return your answers to the “drop box” on the ANGEL system.
In all these questions, “DSU” is the Dispute Settlement Understanding; “TRIPS” or “TRIPS Agreement” is the Trade-Related Aspects of Intellectual Property Agreement; “WTO” is the World Trade Organization.  All of the countries mentioned belong to the WTO.  The European Communities also belongs to WTO; in this exam, “European Communities,” “EC” and “EU” may be used interchangeably.

Format of your answers

Please answer the True/False questions with a simple printed list of the question numbers followed by “True” or “False”, i.e.,

6.
True

7.
False

8.
False

This list should come BEFORE your essay answers and be on a separate page from your essay answer.  

Please include a word count (such as “This essay is 687 words”) at the end of your essay answer.  
GOOD LUCK

A great winter break to everyone. Best wishes for those leaving Cardozo.  Thanks for an enjoyable class.
Part I. True/False Questions

(35 points)
This part of the exam is worth  35 points.  Each answer is worth 3 points.  Note that there are 14 questions, so in the same spirit as the LSAT and other standardized tests, you can get 2 wrong and still get a maximum score on this section.   

If you are concerned about a question, you may write a note at the beginning of your essay answers, but only do so if you believe that there is a fundamental ambiguity in the question.

TRUE OR FALSE

01.
Although Article 4(7) of the DSU establishes a general 60 day period for “consultations,” if the consultations do not start “within a period of no more than 30 days,” the WTO Member who requested the consultations “may proceed directly to request the establishment of a panel” under Article 4(3).  

02.
The principle of “national treatment” in TRIPS Article 3 requires that a WTO country treat citizens of other WTO Members exactly the same as it treats its own citizen under the country’s intellectual property laws.  

03.
Article 12(9) of the DSU establishes a maximum period of fifiteen (15) months between the time that a dispute Panel is established and the circulation of the Panel report (or decision) to the WTO members.  

04.
Article 8(7) of the DSU provides that if the countries in a dispute cannot agree within 20 days on the panelists to serve on the dispute Panel, then the Director-General of the WTO – in consultation with others – shall determine the composition of the Panel.   

05.
If France’s trademark law fails to provide trademark protection for sounds, even when the sound distinguishes the relevant goods and services, this will be a violation of TRIPS Article 15(1).  

06.
The threshold for copyright protection of compilations of data in TRIPS Article 10(2) reflects the analysis of the Dutch Supreme Court in the Romme v. Van Dale Lexicografe case and the U.S. Supreme Court in the Feist Publications v. Rural Telephone case.  

07.
If Thailand belongs to the WTO, but not to the Berne Convention, TRIPS Article 9 requires Thailand to provide to citizens of all WTO Member a “right of translation” (Berne Article 8) and a right of adaptation and arrangement (Berne Article 12).

08.
If Norway and Canada each provide a 20 year term of protection for patents, but then reach a bilateral agreement to give each other’s citizens a special 25 year term of protection for patents [i.e. a Norwegian inventor gets a 25 year patent in Canada; a Canadian inventor gets a 25 year patent in Norway], this will be a violation of TRIPS Article 4. 

09.
If China provides a term of trademark registration of 10 years (for both domestic and foreign registrants) and Thailand only provides an 8 year term of trademark registration (for both domestic and foreign registrants), China will have a WTO claim against Thailand under TRIPS Article 18.  

10.
If Canada provides protection of “geographical indications” (GIs) through certification marks law, France provides protection of GIs through a special appellations d’origine law, and China provides protection of GIs through both certification marks law and a special geographical indications law, this diversity in national implementation of the TRIPS Article 22 and 23 obligations is permissible under TRIPS Article 1(1).
11.
If “Roquefort” is a protected geographical indication in the US for cheese from Roquefort, France [through US certification mark law], then TRIPS Article 23(1) requires the US to prevent any US cheese-maker from using the phrases “Roquefort-style,” “Roquefort type,” or “Imitation Roquefort.”  
12.
 TRIPS Article 27(1) requires patents to be available “without discrimination . . . as to the field of technology.” Nonetheless, if Brasil passes an amendment to its patent law that states “[u]nder no circumstances will a patent be issued for animals,” this amendment will be permissible under TRIPS Article 27(3).  

13.
 If the 1996 EU Database Directive had described the rights it establishes for database owners with the words “reproduction” and “distribution” instead of “extraction” and “reutilization,” other WTO Members would have a stronger case that the “reciprocity” provision in the Directive violated TRIPS Article 4.

14.
If trial courts in Thailand do not issue written opinions in civil cases, including intellectual property enforcement cases, Thailand will be in clear violation of its TRIPS Article 41(3). 

Part II – Essay Question

(65 points)

In this part of the Examination, you may chose ONE of the two (2) topics.  Your essay should be in the range of 1500 - 1800 words.  I take on no obligation to read beyond this word limit.  The essays will count equally.

ESSAY A

Belgium – Article 28(1) of the Patent Act of 1984


Belgium recently amended the research exception in its Patent Act and Japan is considering bringing a case against Belgium (and the European Communities) on the grounds that the new Belgian research exception is not compliant with TRIPS Article 30.  Write a short memorandum (no more than 1800 words) advising the Australian trade minister whether Australia should join the case on the side of Japan (or perhaps on the side of Belgium).  The Minister told you “don’t worry about Australian law, I just want to know if the Japanese are right that the Belgian law violates Article 30.”  


Background


In its original form, Article 28(1)(b) of the Belgian Patent Act had provided the following:
The rights conferred by a patent do not extend . . .b)  to acts done on an experimental basis which relate to the object of the patented invention

[Les droits conférés par le brevet ne s’étendent pas . . .  b] aux actes acccomplis à titre expérimental qui portent sur l’objet de l’invention brevetée.]
In April 2005, this was amended to the following :

The rights conferred by a patent do not extend . .. b) to acts done for scientific purposes on and/or with the patented invention.

[Les droits conférés par le brevet ne s’étendent pas . . .  b] aux actes acccomplis à des fins scientifiques sur et/ou avec l’objet de l’invention brevetée.]
As yet, there are no cases applying this new research exception.  But the legislative history makes it clear that the Belgian parliament intended to enlarge greatly the research exception in Belgium.  In the parliamentary debate on the amendment, the Minister made a “clarifying statement” on the scope of the new research exception:



The bill amends article 28 . . . in order to clear up the existing uncertainty as to the exact scope of application of this article.  In this regard, the new article 28 states that the rights conferred by the patent do not extend to ‘b) acts performed for scientific purpose on and/or with the subject-matter of the patented invention’


-- Meaning of “on” or “with”



According to case law and the doctrine, the word “on” relates (i) to acts performed for experimental purposes to check whether the patented invention works . . . in other words, the activity, function, effectiveness or operational character of the patent’s subject-matter itself is examined or (ii) to acts performed . . . in order to collect evidence as to the lack of inventive step or the lack of novelty of the patented invention.



According to the case law and doctrine, the word “with” relates to acts performed for experimental purposes where the patent invention is used to research something else, i.e. it is used as a means or instrument.  A typical example in this respect is (i) a patented scale used to weigh some discrepancy in weight, stated in microns, between various raw materials used to produce the active ingredient of a vaccine or (ii) the patented refrigerator used to assess what impact permanent minus temperatures have on certain materials.



The new wording of article 28, paragraph 1, b) of the Patents Act . . . aims to enable third parties to conduct some research “on” or “with” the patented invention without the consent of the proprietor of the patent and without the proprietor of the patent being able to start infringement proceedings.

-- Meaning of “scientific purposes”  



The words “scientific purposes” relate to acts performed to accumulate knowledge.  There are two views in the doctrine and case law on the concrete interpretation of these words.  According to one view, they should be understood strictly and should comprise only the exclusion of acts performed for pure scientific purposes. According to the other view, the exclusion should be understood in a broad sense and should comprise not only  . . . acts performed for pure scientific purposes, but also the exclusion of mixed acts performed for scientific and commercial purposes (such as research centered on the development of new applications, an improved therapeutic operating system, a more efficient production system,... )



The words “scientific purposes” in the new wording of article 28, paragraph 1,b) of the Patents Act must be given the wide meaning.  The exception for research purposes concerns both (i) acts performed for pure scientific purposes and (ii) acts performed for mixed scientific and commercial purposes.  


[all emphasis in the original] 

In Belgium, courts commonly use such parliamentary statements to provide the proper interpretation of laws.  After reviewing the new legislation and this legislative history, one prominent English patent expert wrote:

“The amended defence would apply to the use of any patented technology in medical research and indeed to the use of any patented technology in that or in other research thereby providing a complete carte blanche to researchers in both academia and industry.”  Trevor Cook, Report to the Intellectual Property Institute (UK) [2006]

The Japanese government believes that the statutory language and this statement of legislative intent establish that the Belgian Act is too broad to be compatible with TRIPS Article 30.  Japan has enlisted Australia’s support to ask for consulations with Belgium.  Write a short memorandum (no more than 1800 words) advising the Australian trade minister providing your own analysis of the new Belgian law and TRIPS Article 30.  
ESSAY B

United States – Section 107 of the Copyright Act (“fair use”)

The European Communities is considering bringing a WTO case against the United States on the grounds that section 107 of the U.S. Copyright Act, establishing “fair use,” is not a permissible exception or limitation under TRIPS Article 13.  Write a short memorandum (no more than 1800 words) advising the Irish trade minister whether he should support bringing such a case.  [Ireland, of course, is a member of the European Communities and can either support or oppose bringing the case when the decision in being discussed in Brussels.]


Background

Section 107 and the “fair use” doctrine it codifies are familiar to most students of intellectual property.  The section reads as follows:


Section 107

Notwithstanding the provisions of sections 106 and 106A, the fair use of a copyrighted work, including such use by reproduction in copies or phonorecords or by any other means specified by that section, for purposes such as criticism, comment, news reporting, teaching (including multiple copies for classroom use), scholarship, or research, is not an infringement of copyright. In determining whether the use made of a work in any particular case is a fair use the factors to be considered shall include— 
(1) the purpose and character of the use, including whether such use is of a commercial nature or is for nonprofit educational purposes; 
(2) the nature of the copyrighted work; 
(3) the amount and substantiality of the portion used in relation to the copyrighted work as a whole; and 
(4) the effect of the use upon the potential market for or value of the copyrighted work. 

The fact that a work is unpublished shall not itself bar a finding of fair use if such finding is made upon consideration of all the above factors.
American courts have used this four factor test in dozens and dozens of cases since the law was written in 1976.


The French Minister believes that section 107 completely fails the three step test of TRIPS Article 13. Although a few countries – for example, Australia, Singapore, and Canada – have “fair dealing” provisions, no other WTO Member has a general exceptions provision as “open-ended” as section 107.


In contrast, the Italian Minister is more concerned that section 107 permits large amounts of non-transformative, private copying without any compensation to copyright owners.


Most industrialized countries – Canada, Japan, Switzerland, Korea, and most of the EU Member states – have special copyright “levies” [taxes] on blank media and/or copying equipment.  These levies are paid to copyright owners to give copyright owners at least some income from private copying.  Indeed, many developing countries with sophisticated copyright laws also impose levies on blank media and copying equipment to give copyright owners income from permitted personal copying.  Such countries include Botswana, Ecuador, Nigeria, and Peru.  


The European Union’s 2001 Copyright Directive requires this kind of “equitable remuneration” for most kinds of private copying.  In the Copyright Directive, Article 5(2)(a) permits photocopying “provided the rightsholder receives fair compensation”; Article 5(2)(b) permits “reproductions on any medium made by a natural person for private use . . . on condition that the rightsholder receives fair compensation”; and Article 5(2)(e) permits reproductions of broadcast by social institutions “on condition that the rightsholder receive fair compensation.”  The only major EU member that does not have a levy system is the UK – and, there, private copying is technically illegal.


In contrast, the United States has no levy system, except for a very limited levy on digital audio tape.  Nonetheless, private copying does seem permitted in the US.  In the 1982 Sony v. Universal City Studios case, the Supreme Court determined that “time shifting” – the temporary recording of television broadcasts by consumers – was a kind of “fair use.”  In the 1973 case of Williams & Wilkins Co. v. United States, the Supreme Court affirmed (by a 4-to-4 decision) a Court of Appeals decision that photocopying of entire magazine and journal articles was “fair use.”  Although there are no other Supreme Court decisions on what other kinds of private copying are “fair use,” it is widely thought that a certain amount of private copying for personal use, for families, and for friends is generally “fair use.”  


You should also know that a few WTO Members expressly permit certain kinds of private copying without remuneration.  For example, Australia amended its copyright act in 2006 to permit “time-shifting” private copying of television broadcasts without any compensation to copyright owners.  In fact, one of the “recitals” of the 2001 EU Copyright Directive – which are considered to be the equivalent of legislative history – states the following:


Recital 38: In certain cases of exceptions and limitations, rightsholders should receive fair compensation to compensate them adequately for the use made of their protected works or other subject-matter.  When determing the form, detailed arrangements and possible level of such fair compensation, account should be taken of the particular circumstances in each case . . . .In certain situations where prejudice to the rightholder would be minimal, no obligation for payment may arise.

[emphasis added]
Based on your expert knowledge of TRIPS, the Irish trade minister has asked you to write a short memorandum (no more than 1800 words) advising him on whether he should support bringing a case against section 107, based either on the views of the French Minister or the Italian Minister.
That’s all, folks.

Thanks for an enjoyable class.

Congratulations to anyone graduating 

– and to our SIPO on the completion of their semester.

Best wishes to everyone for the holiday season.
END OF EXAMINATION MATERIALS/International Intellectual Property – Selected Topics/Fall 2007/Professor Justin Hughes
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